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Remarks 

The Office states, in the Examiner's Answer (page 9), that Applicants' Declaration under 37 
§1132 (d9ted Se P temb *r 19, 2006) is now moot, since the claim language was amended 
from "consisting essentialiy of to "consisting of.- Additionally, the Office states (Examiner's 
Answer, page 9) that although Trinh teaches the incorporation of silicone in its preferred 
embodiment, it would be obvious to omit it and arrive at Appellants' claimed invention 
Appellants respectfully disagree with these assertions. 

in order to establish a prima facie case of obviousness, MPEP 2143 states that (a) there must 
be a motivation or suggestion to combine [or modify] the references, (b) there must be a 
reasonable expectation of success if the combination or modification is made, and (c)all the 
claim limitations must be considered. Applicants respectfully submit that all of (a) - (c) have not 
been met; and therefore, the instant claims are not obvious in light of the prior art 

The Declaration submitted by Appellants conclusively illustrates that the inclusion of silicone as 
taught by Trinh, deleteriously affects the cleaning efficacy of Appellants' claimed cleaning 
composition. Appellants respectfully submit that the Office has provided no motivation for why 
one of ordinary skill in the art would modify the teachings of Trinh and eliminate silicone from it's 
the cleaning composition. Furthermore, since Trinh teaches the inclusion of silicone in its 
preferred embodiments, why would one of ordinary skill in the art consider there to be a 
reasonable expectation of success in making such a modification to the teachings of Trinh? 

Thus, with respect to the teachings of Trinh, that the inclusion of a silicone compound is 
preferred. Appellants respectfully submit that the Declaration submitted previously is clearly 
relevant to the rejection at hand and conclusively illustrates that the inclusion of a silicone 
compound, as taught by Trinh, deleteriously affects the cleaning efficacy of Appellants' claimed 
cleaning composition. 

With respect to the suitability of the use of Trinh's composition for cleaning carpets, Appellants 
note that Trinh teaches that the cleaning exposition is suitab.e for cleaning hard surfaces 
such as "car painted and vinyl surfaces" (see Trinh, claim 17). In this regard, Trinh further 
states: 



PAGE 3/6 * RCVD AT 7/27A2009 1 :56:47 PM [Eastern Daylight Time] * SVR: USPTO-EFXRF-6/8 ' DNIS:2738300 ' CSID:8M5032103 * DURATION (mm-ss):01-20 



07/27/2009 13:49 8645032103 



MILLIKEN LEGAL 



PAGE 04 



USPTO Customer No. 25280 



Case No. 5719 



SSS^tTSM I"'"" 9 mi ^ based ^as^s have problems 
Pa^^a^Zi^ £ES are -nherently comprised of relatively hard 
oxidized layer of tte ^S SSSSflS JS^ S T * 2 £°' i$heS to rerT10ve fhe to P 
When these cteaners Sr^ ofth^ nLr lt !: ey „ shou d be used onl * occasionally, 
cause excessiv wear £ mSS «rfa!!l USed 'T^' su <* abrasive particles 
which utilize such ^bSXShSrtSK IE U$ f °I C,eanere/ P° lis "es of the prior art 
lines 20-30; emphatoSdS) " t0 damage the vinvl s""™»s (col. 1. 



An object of the present invention is to provide 
Cleaner which can ha used frequently on n ,,tn 
the P a 'Pt (col. 2, lines 13-16; emphasis added) 



body 



Thus Appailanta rsapaotfuily submit M tha™ „ no Johing or auggastion of the suitably of 

Tnnh S cleaning ™imn«ei«««. r„ _i . _ ' 



a substantially nonabraslve liquid car 
4 " paint without substantia l damans tn 



Tnnha oteaning deposition for olaaning a Mk substrate . ^ „, „ T|jnh 

•MM to daaning hard autoes, sucn a5 ^ ^ surfaces Qf aulomobj|es 
invent™ , s daady directed to claanin 9 textile substrajaa. whioh furthar aupporta Appelate 
assart™ that ona of ordinary sKHI in tha art of claaning Wffla aubatrataa would not look to ft. 
taaohaigs ol Trlnh, modily auoh teachings, and arrlva at/lppallants olaimad invantion. 

J 

With respect to the Office's assertion that Trinh teacries "dispersion stabilizing agents" as 
cla.med by Appellants, Appellants respectfully disagree. The Office submits that Trinh's 
teaching of "suspending agents" is the same Appellants "dispersion stabilizing agents" because 



both agents exhibit the property of dispersing solid part, 



cles and liquid droplets. Appellants 



respectfully disagree on the basis that the Office has merlly invoked hindsight reconstruction to 



them together to form an improper 



pick and choose materials taught by Trinh and pieced 

rejection of the claims. Case law has held that one cannot use hindsight Zcon2Zl^7Z 
and choose among isolated disclosures in the prior art to deprecate the claimed invention See 
to m Fme, 837 F.2d 1071. 1075, 5 USPQ2d 1596. 1600 (Hed. Cir. 1986). Rather, "the invention 
as a whole" should be considered. Jones v. Hardy 220 ubPQ 2d 1021, 1025 (Fed Cir 1984) 
to re Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1 780. 178^ (Fed Cir. 1992) also states that "It is 
.mpermissible to use the claimed invention as an instruction manual or 'template' to piece 
together the teachings of the prior art so that the claimed indention is rendered obvious - 



3 



PAGE 4/6 * RCVD AT 7/27/2009 1:56:47 PM [Eastern Daylight Time] * SVR:USPT0^ FXRF-6/8 * DNIS:2738300 * CS©:8W5032103 * DURATION (mm-ss):01.20 



07/27/2009 13:49 8645032103 MILLIKEN LEGAL PAGE 05 

USPTO Customer No. 25280 

Case No. 5719 

burn TTT KSPeCm " V SUbmft ,hal ' he °*" h3S " a *° '» « a whole 

Appellants claims as obvious variations of said reference. 

izr*' ^T" 18 r ~ ,,y suomit ,nai ^ reiecu ° n ° ver me * ™* «• 

moony the reference, <b) .here is no reasonable expected of success, even I, me mlcation 
is made, and (c) all claim limitations have not been considered, as required by MPEP 2143 
Reconsideration end withdrew,, of this rejection is earnestly and respectfully requested. 

With respect to the combination of (1, Froehlich e. al. W in view of Chapman e. al. 781 and 

2£Th * T VfeW ° f ***** 6 ' * ' 848 " ^ ** *—* 

•M that bom of these rejecuona could have been made eartier by the Office and 

» — imprepertoappVfhemto the Calms a,™ point in preaeouto,. Asa 
matter of fee, Proehlich e. ai. '594 was ctted by Appe„e„ts on .ha Information Disclosure 
Statement submitted by Appellant on duly 29. 20 04. and which was considered by the Office 
on danuary 8, 2005. Freeh«ch a, a.. '894 was alao described by Appellanta in me speCnc^ 
onpaga 3 , „ n aa ,8-21. Accordingly. ApP e„an te resp.^ submit mat these rejects cou.d 
have been submrifed earlier and are thua impreperiy applied to the Cairns a. mis poin, in me 
proaecubon hiatoty, ,.e. about 4 and » years have passed since me mailing of the nrst Office 
Action. 

Further, it was Appellants intent to merely re-instate the previously filed Appeal (see Appeal 
Brief dated September 2. 2008), for it was not clear that the Office had proper authority to re- 
open prosecution. There was no evidence in the Office Action dated October 17 2008 that the 
Exarmner had received supervisory approval to re-open prosecution on this application as 
required by MPEP 1207.04. However, the Examiner did indeed re-open prosecution and 
submitted new rejections (in addition to the same previous rejections) in the Office action dated 
October 17, 2008. 
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Nonetheless, Appellants respectfuMy disag ree witn tne rejectfon Qf ^ 

above on the basis that (a) such rejections could have been mad eart er £ 

z^:::t co r ination of ^ teach a — « 

abstract wh.ch does not contain any dispersion stabiiizing agent, as recited by each of 
Appei.ants dependent Calms. Thus, the retirements for pnma f&ci& ob J $ne$s * 
required by MPEP 2143, have not been met. ™ousness, as 



L Z 7 feaSOnS ^ f ° rth ab ° Ve> " ^ f ° rth *»- Bhef previously 

subm, tt ed,Ap P e,.ants respectfc.ly urge that the rejections of Claims 1-5 8-12 18 31 34 

37 and 39 -42'are improper. Reversal of all rejections is hereby requested. ' ' ' 

The Commissioner is authorized to charge any fees that ma y be required, or credit any over- 
payment, to Deposit Account No. 04-0500. any over 



Respectfully submitted, 

July 27, 2009 

Milliken & Company 2?. 

Legal Department, M-495 Brenda D. Wentz A 

920 Milliken Road Agent for Appellants ^ 

Spartanburg, SC 29303 Registration No. 48,643 

a Tel. (864) 503-1597 



5 



PAGE 61 * RCVDAT 7127/2009 1:56:47 PM [Eastern Daylight Time] • SVR:USPT0-EFXRF-6I8 • DNIS:2738300*CSID:8645032103 1 DURATION (mm-ss):01-20 



